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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 15, 23, 33 and 34 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The use of "standard" in claims 15, 33 and 34 is considered to be indefinite since this 
does not adequately describe any particular size or shape. 
In claim 23 line 5 "the card" lacks proper antecedent basis. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 18-20, 23, and 30-35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shultz, US patent #5,848,687. 

5. Shultz discloses an apparatus comprising a holder for at least one computer 
storage medium (Figure 4) the holder having a substantially planar shape having first 
and second substantially planar faces (top and bottom, Figure 4) separated at least by 
one outer edge, the planar shape defining at least one opening that extends through the 
planar shape from the first to the second planar face (Figure 3), the opening having 
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means including at least one inner edge (Figure 5) for at least partially surrounding the 
medium in such a manner that when the medium is in the opening the medium does not 
protrude beyond either the first or second planar faces (Figure 2). 

6. The holder includes flexible material (column 3 line 1 ) which provides a means 
for deformable accommodation (entry and removal) for a storage medium. The opening 
is approximately the same size as the storage medium. 

7. The holder includes a protrusion comprising a pair of lips (Figure 5) for 
placement at two opposing sides of the storage medium. 

8. The holder is suitable for accommodating a storage medium having two 
substantially planar faces and as edge separating the faces, the opening being such 
that when the storage medium is present (Figure 2) neither planar face of the medium is 
entirely covered and the planar faces of the medium are parallel to and do not protrude 
from the card (as best as can be understood). 

9. Regarding claim 31 , the planar shape has a size suitable for insertion into a 
wallet. 

10. Regarding claim 32, the holder comprises a bendable region (the entire holder is 
bendable) for flexing the planar shape to allow insertion and removal of the medium. 

1 1 . Regarding claims 33 and 34, the holder is considered to have the size and shape 
of a credit card and business card. 

12. Regarding claim 35, the holder is bent along an axis when it is deformed for 
insertion or removal. 

Claim Rejections - 35 USC § 103 
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1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shultz. 

1 5. Shultz does not specifically teach the size and thickness of the holder. However, 
it would have been obvious to one of ordinary skill to make the thickness of the holder 
less than 5mm since the holder is intended to be thin but yet provide adequate 
coverage for the disk. It also would have been obvious to one of ordinary skill to make 
the holder rectangular (or any other well known shape) and of a convenient size 
depending on the intended use of the holder (such as, to place in a wallet). 

16. Claims 15-17 and 26-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Perego, EP 1 ,083,563 A1 in view of Walker, US patent #5,533,614. 

17. Regarding claims 15, 26 and 27, Perego teaches holder 2 to which a computer 
readable storage medium can be detachable attached. The holder has a planar shape 
(Figure 1) and a size corresponding to a conventional credit card (column 2 lines 44- 
46). Based on the size of the storage medium shown (in Figures 4 and 5 for example) 
the length of the holder is at least 100% greater than the width of the storage medium. 

18. Perego does not teach more than one means for detachably attaching a storage 
medium however a holder for more than one such medium is well known in the art as 
shown by Walker. Walker teaches a holder for computer readable storage media 
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wherein more than one medium may be detachably attached thereto. It would have 
been obvious to a person having ordinary skill in the art to provide two such attaching 
means (as taught by Walker) on the holder of Perego so that multiple media may be 
detachably retained on a single holder. 

19. Regarding claim 16, Walker shows the media held side by side. 

20. Regarding claim 17, the holder is adapted to hold small form factor optical disks. 

21 . Regarding claims 28 and 29, the storage medium is not part of the claimed 
invention, therefore the size of the holder is considered to be at least 100% greater than 
the width of the computer readable storage medium if a small medium is used. 

22. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shultz in 
view of Helmer et al. US patent #2,910,793. 

23. Shultz does not teach one lip as being longer than the other however this is well 
known in the art of holders as shown by Helmer. Helmer teaches a holder wherein one 
lip is longer than the other. It would have been obvious to one of ordinary skill in the art 
to utilize such different sized lips in the holder of Shultz so that the item held therein is 
more securely retained. 

Allowable Subject Matter 

24. Claim 24 is allowed. 

25. Claim 22 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 
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Regarding the objection to the word "standard", the examiner maintains the previous 
rejection. Applicant admits that the use of such a word would change the meaning of 
the claim overtime. 
Rejection under Pereao 

26. Applicant's arguments, see response, filed 5/1 1/09, with respect to the 
rejection(s) of claim(s) 15 under Perego have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of Walker. 

27. Rejection under Helmer 

28. Applicant argues that there is no prohibition on patenting an old device for a new 
use however Applicant's claims are not directed toward any new use (or method) but to 
the article itself. 

29. Rejection under Walker 

30. Applicant argues that Walker cannot be combined with Perego Walker was 
patented at a time when disks were much larger, however Walker states that the holder 
is for optically read discs (column 1 line 10). No particular size is required. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joanne Silbermann whose telephone number is 571- 
272-6653. The examiner can normally be reached on M-F 5:30 - 2:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lesley Morris can be reached on 571-272-6651 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joanne Silbermann 
Primary Examiner 
Art Unit 3611 

/Joanne Silbermann/ 

Primary Examiner, Art Unit 361 1 



